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Basic understanding of IP
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Step Il: Lay down IP policy — Top executives

realize the importance
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Maximization of corporate value by the
power of intellectual property

Tech strategy |IP strategy

Strengthening our technical edge through Development of strong intellectual
the creation of core technologies property and mitigation of risk



Fujitsu’s integrated IP strategy

Business strategy “—" R&D strategy

IP st_rategy

IP based initiatives to promote our business and R&D

1. Secure, maintain and utilize rights

2 Measures to ensure respect for rights, including those of competitors
3 Carry out though management of information, including trade secrets
4.  Actively engage in external policy-making activities
5

Cultivate and maintain strategic human resources
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|IP Executive Statement

ARM is an Intellectual property company
whose assets are Its people, patent
portfolio, design methods and experience
rather than physical assets. We are not
Involved In manufacture, but instead are
focused on the creation of Iideas and
designs.

IP as a valuable asset

ARM Ltd of Cambridge, UK whose business is the design of microprocessors
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IP policy and IP regulations
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IPM tools and activities
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- Patent mapping HazInNITaH
o [P clearance * Disclosure form
- [P agreements * IP audit

» Confidentiality e Registration doc.
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e |icensing practices
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Joint steering committee
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Intellectual Property

Portfolio




Intellectual Property
Management

Manage throughout the value chain of intellectual property
— from creation to utilization

Build up IP portfolio



Portfolio

A set of items that represent someone’s work.
Collins Cobuild

In finance, a portfolio is an appropriate mix of or collection of investments
held by an institution or a private individual. In building up an investment
portfolio a financial institution will typically conduct its own investment
analysis, whilst a private individual may make use of the services of a
financial advisor or a financial institution which offers portfolio

management services.

IP portfolio




IP Is a recordable, definable, transferable
asset. If diligently enforced, it protects markets
and can offer competitive advantage. If
creatively exploited, it can offer significant
revenue streams through licensing. Well
managed portfolios can be used to demonstrate

a company’s record of creativity and
Innovation.

Maximizing value in an IP portfolio,
Freshfields Bruckhaus Deringer,

Nov. 2006.




IP portfolio

Indicate the future success of the
project

Build up your organization’s credibility
Assess your (hidden) business asset

Money making, e.g. licensing, business
merger and acquisition (M&A
transaction), spin-off, joint venture




IP portfolio

IP portfolio built IP portfolio built IP portfolio built
on project | on project Il on project |1

Core technology Selection and (tech or product) grouping

Organization’s IP portfolio



Main Intellectual Property (IP)

| ' } ' '
Patent Copyright Trade  PVP T™M  €tc
secret
New Artistic Confidential New Product
products works, information  varieties or
or literature, with of plants service
process software = commercial name

value



////, Copyright

Content




French:

Published
ed.

French

translation
. Literary

Novel: p Screenplay: s FilN  e—) TV:
Literary Drama Broadcast

N

Play:
Drama

From 1 work to different copyrights

Separate rights may coexist in one subject matter



Patent portfolio

A patent portfolio is a collection of patents owned by a
single entity, such as an individual or corporation. The
patents may be related or unrelated.

The monetary benefits of a patent portfolio include a
market monopoly position for the portfolio holder and
revenue from licensing the intellectual property. Non
monetary benefits include strategic advantages like first-
mover advantages and defense against rival portfolio
holders.

Source: Wikipedia



How should it look like?

Set of information

External use Internal use

Attract your potential *Management
clients — licensee,
research partner

*Negotiation

*Decision making




Question: Is there any
standard format of patent
portfolio?

Tailor made g Objective



BIOTEC's information for

Internal use
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Information for external use

e easy to understand
e concise

e convince our clients that this information Is
useful for them

 photograph Is good



Information for internal use

e comprehensive
e can be technical

» must be confidential — identify who can get
access to this information.




Portfolio iInformation

Title Stage of technology

Product, process Technical information
with brief description If a patent has not

Potential users been tiled and

Value for potential published
users — outstanding Known how
features Leading researcher

Photograph Market information

Patent information, Licensing strategy
e.g. patent number Cost
or patent application Value

number . .
Requested financial
return




Patent title SNl Title with org’s CMU gene |
name
=

e
roject titie

__ Project title NGRS
quality

* They are too
scientific and
Informative.

ENZhance
 Short and
catchy title
e But deliver
meaning

S0 boring!




Product or Process

» One project may have more than one new or improved
products or process.

* Don’t forget to look for intermediate products or
processes.

e If patent, digest information from the claims. Claims can
be translated to products or processes.

 Discussion with a researcher Is a necessary.

e Also giving fancy names for such products and processes
may be a good idea.

 But if your potential clients are high technology based
Industries, impressive scientific names are better.




Potential users

e It Is often that our potential users do not know that our
technology is for them.

 One project with many products may lead to different
potential users. E.g. intermediate products for chemical
Industry whereas end products for cosmetics.

e Talking with our researchers Is necessary.




ldentify potential users

» Researcher is successful in producing marker
genes that differentiate varieties of oil palms

* Who are our potential technology users?

 Are they oil palm farmers?

 Are they oil palm breeders?

 Are they palm oil producers?




Value for potential users

e It IS Important that this external information should make
our potential users to see potential use and benefit for their
existing business or emerging business.

o After identifying potential users, you can have in mind
which industries would be your targeted clients. Working on
this information to ascertain potential value for the targeted
Industry.

e Talking with your researchers. They know how their
Inventions can be applied. Identify strength!




Evaluation of positive factors
affecting the marketabillity of

Invention

Cost
Weight
Safety / health

Speed
Ease of use

Ease of
production

Durability

Novelty

Convenience /
soclal benefit

Reliability
Ecology
Appearance
Precision

Noise, oder, taste




Potential user survey may be useful!

As part of marketing efforts you will want to show
that your invention is likely to be well accepted.




Delivering this information to our potential
Users

» Hard copy — patent catalogue
 \Website

 Link with other websites, e.g. Dept of Intellectual Property

e Training and seminar

e Events

o Combination thereof




Stage of technology

e Is your technology ready for user?

 Does it need further development?



Market information

 How big is total market?

 Existing technology (product) and
market share

e Estimated market share



e In cash and In kind investment
e [N cash:

 fixed cost v. viable cost,

e some cost Is dedicated not only
for this project

e In kind: intellectual investment
must be translated to In cash




e Intellectual property valuation

 Periodical valuation over period of
time - whether the technology Is
obsolete, whether the patent is
approaching its expiry date.




Licensing strategy

e License v. Assignment

e Exclusive license v. Non exclusive license

* Cross license

 Pool license

e Is your individual patent enough to manufacture
a product?

» Other technologies are necessary! Whether these
technologies are in public domain or proprietary.

» “Product clearance toward freedom to operate”

o Collective patent portfolio — ISAAA model




e Charge at cost V. Aim for profit

o Setting up royalty — looking for
norm

e There are several forms of financial
return — milestone payment is now







sunuumslydse eyl

mseyanalrusEnalsansluninddumaaan - licensing

msmgugﬁaﬁ1sﬁumﬁwﬁmmgéﬁ1ms'1sjﬁ’wﬂmm°lm$ﬂgmmﬁaa%’nmm
wiouNslumunalulagaznsnain mmwﬁ’uwmmﬁ%’mmwﬁ’mmﬁﬁ
ﬂum‘wsauﬂNmmﬂuam3m‘wsaumamsﬂam“lmq,ﬂm‘umﬂu HazeanaN
mm!ammmmuwaﬁlmmwmwdlmﬂﬂﬂs AL VR R L

msdafeussnalaeinideduszang dudiimaluladlguseTowd
(Spin off company)
msdarauiinalaemienweuiiudiuamudas (Joint
venture)

% Y | 1 AUV Y 1 d' d' v 23 ¥
MISNANADYBA 1¥U N33V UBHWB WA UNATUTaE]H
da X v a v -
ANYIAUBVY MINMUYNATOUMIHAN A Pilot scale






Feasibility Study swneds msdsgdunswdduns
flyguiveriuntaiuiluulonis  wiouwuau Tasutinis

a <
Usziwdlu 3 dw Ao
9 < a 9
e  Aumsnata WumMINnsa lemanienisaala ANaeINg
YDINAIA

Y ¥
A

Y A I~ a 1 91 A A K = = v
*  MUMINY Wumsnasaa lgnennavleseumeuny
d' 9 o
HARDULLINUN A5
a f~d A
e Aumaila Wumsnorsandeanumuizautazanudulilla
Aertumada 25N g lumsantiuau



9

winnamsaneaiuldldlude 1 wuimswidumeilyaniis

(3

[o%

Y 1 J o A Y @ o Y JdAa
ANEAINGY HazrilenulszavfvzduiumInanaui I nindaunig
ciyd A Y a A =2 Y A o 1 9
Hyanidluiisensvlasgine wie asgatinaanunzililgmslsau
a a 9 1 9 = A AA <y} J
TuFamaisd Idodrerzdeslunugsnaniiguam udasiagiszas
A o A 9 v A YA Y A 5
hmnefgany weilludoyalumsdadulsvesdniau ladeiaua
TagvzADIANIT
a v Jd ddyd Y A T
e pandmnvnmalulagtianuamnsalumsniadurie liodiels
Y
=] A v o aA 1
* aaalinnuAsImskansuNIma Tulaativie o ls

Y

dqul o A = ~ o a o < 1 v W
- N%Uﬁ@“ﬂTiﬂTlUﬂﬂTﬁlWﬂﬂW@wﬂ351/]11%!ﬂﬂﬂ31%ﬁ1l5%1”ﬂ15ll6\1Qelluuu



@)
,ﬂ
¢p)
=
1)
D)
al







A9 46 — 3 Uiuue

N

=

uoana

o) =L

L

N5

(%

9

9

P

N5UAT 150 4
v A e

TUIUHUDIY

N 51 — ‘]ij’)\‘iﬁu A9 52 — luang

HWIOUTININTUIA AINTINHTO 1N
LAAUDINIT 81 N30AY  RNAU
91 Inau Innod1eou

DYNTULLT

Crown use



Licensing technology

Know your technology

SWOT analysis

What is the company doing in the market?
What are your expectations?

What are the company’s expectations?
Are you on the same page?







Working process

Business terms — no lawyer please or
change your hat.

Using business terms to draw a contract
Reviewing the first draft

Associated documents

Realistic timelines

Understanding each party’s approval
Drocesses




What sort of climate do you want ?

Competitive

Negotiation

Collaborative
Negotiation

Each side trying to win the other

Each side trying to explore needs

Upmanship

Each side trying to explore solutions

Aggressive

Each side working together

No understanding

Yes understanding

Win / Loose Perspective

Win / Win Perspective

Win / Loose Result

Win / Win Result




What sort of climate do you want ?

Competitive

Negotiation

No understanding

Collaborative
Negotiation

Yes understanding

Not likely to get the best deal

More likely to get a better deal




« Confidentiality agreement may be needed.



e “Getting To Yes: Negotiating Agreement
Without Giving In” by Roger Fisher and
William Ury

o “Getting Past No: Negotiating Your Way
From Confrontation To Cooperation” by
William Ury

* elC






CONTRACT

What do lawyers think? || What do users think?

e cover everything  Hard to read — too
e Use myunn ong

e Hard to understand
e Qver served doc

Who read it?
Who sign it?
Who use it?
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Jun (Date)

asyyn (Parties)

A wisa avdunun (Recitals)

dzna (Definitions)

ngusnanisduldludman (Applicable Law)
unayebilgans (The Granting Clause)
amauunu (Royalty)
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* Not legally binding
o Statement of background and intentions



 Whereas MMM also has related know-how in biotechnology
in the field of virus resistance in plants, and has experience
In the regulatory aspects of biotechnology;

« Whereas KKK has know-how in biotechnology relating to
fruit and vegetable modification, breeding, production and
marketing, and KKK’s expertise includes papaya
transformation capability;

« Whereas KKK wishes to develop papaya varieties suitable
for and to encourage small holder trade within Thailand
which varieties have increased virus resistance and MMM is
willing to allow KKK to use MMM’s technology and to
collaborate with it in the development of such transgenic
varieties on certain terms and conditions;



NOW, THEREFORE, in consideration of the
mutual covenants and agreements
hereinafter set forth, the Parties agree as
follows:
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Definitions

What should be defined?
Consistency throughout the agreement

Reference appendices for variable
iInformation

External references to agreement
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N15lauNay (grantback)
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o “LICENSEE” shall mean KKK or such
other entity added by an amendment
signed by MMM and that entity as shown
In Appendix Il. Use of the term
“LICENSEE” shall include the plural where
necessary. Entities contemplated for
addition to this Agreement include those
shown In Appendix I.



“MMM Technology” means information, data, know-how and technology,

owned or controlled by MMM and supplied to LICENSEE, relating to
virus resistance in plants and the expression of the same including,
but not limited to;

(i) biological material namely genetic constructs useful in
expressing the Coat Protein or Replicase gene of Papaya Ringspot
Virus, including the CaMV 35S promoter, the NPTII selectable marker,
and transformation vectors;

(i) information and know-how relating to genes, DNA sequences,
probes, transformation methodology, tissue cultures, assays, residue
analyses, regeneration and selection procedures, and to the use of
the virus resistance genes;

(ili) information and know-how relating to the application for
appropriate regulatory approvals for the development and
exploitation of biotechnology in plants.

For the avoidance of doubt “MMM Technology” shall not include any

right or license under MMM patent rights in the U.S. or other countries
outside the Territory, but if MMM should have any patent rights in the
Territory now or in the future which would otherwise be infringed by
the use of sale of a Transgenic Plant, such patent rights are to be
included in MMM Technology.



 “Improvement” shall mean an invention or
discovery arising or resulting from or due to
use of any Monsanto Technology, whether
such invention or discovery is patentable or
not.

 “Territory” means the country of residence of
LICENSEE, which is initially Thailand for KKK.

e “Purpose” means for use within the Territory
primarily by small holders.



e Licensor — multiple IP owners

« 3 party and inventors as parties to the
agreement

e Licensee — parent company of affiliates



e Subject of license

* EXxclusive v. non exclusive v. sole

* Field of use/ Territory

* Right to sub license

o Grant of license to an affiliated company
e Cross licensing

e Improvement



e e
‘Hcensee ‘
‘sole |<\|icensor |
Non /‘Iicensee ‘
exclusive \

‘Hcensor ‘




MMM hereby grants to LICENSEE a non-
exclusive, non-transferable, royalty-free license
under the MMM Technology to make, have
made, use, sell, and have sold by third parties
Transgenic Plants in the Territory and for the
Purpose. This license does not take effect in
any Territory until all governmental approvals or
permits have been obtained for each activity to
be carried out. LICENSEE shall not have the
right to grant sublicenses to anyone.



LICENSEE shall use MMM Technology only to produce
Transgenic Plants for use and commercialization in
the Territory and only for the Purpose. LICENSEE
shall not use the MMM Technology for any other
purpose (including for isolation or genetic analysis)
without obtaining the prior written agreement of MMM.
In particular but without limitation to the above,
LICENSEE shall not use the Transgenic Plant for
export outside the Territory, and shall use reasonable
efforts to prevent the Transgenic Plant or its fruit from
being used for export outside the Territory or for
commercial trade outside the Territory and in particular
for export to the European Union, the United States of
America, Canada, Australia or Japan In which
countries MMM has certain patent rights.
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Sublicensing

Right to sublicense

Control over sublicensing

Approvals: consent v. Notice, timelines
Flow through provisions: indemnity, royalty

What happens in the event of default of the head
license

End license (often attached as an appendix)
Obligation to submit copies of license



Grant backs

* Reservation of certain rights by the
licensor

 Non-commercial purposes
« Scholarly, educational purposes



Improvements

e Parties want ‘improvements’ to be
Included In licensed material

e Licensee’s reasons:
— Maintain or improve sales
— Improve productivity

e Licensor’s reasons:
— Keep the product competitive
— Maintain the strength of technology
— Increase royalty income



Maturity

Mtroduction,”

4
-—, -

v

time

4 stage of life cycle



LICENSEE hereby grants to MMM a royalty-
free, worldwide, non-exclusive commercial
license, with the right to sublicense
thereunder, to use any Improvement to
make, have made, use, and sell any
product. LICENSEE shall promptly notify
MMM of any Improvement.



« Management may pass from licensor to
licensee

 Renewal obligation / fee



Patent infringement

Infringement by third party
Third party alleging

Cost allocation

Control over the legal action



The licensee shall at its own expense enforce
any patent exclusivity licensed hereunder
against infringement by third parties and it is
entitled to retain recovery from such
enforcement. The licensee must pay the
licensor a royalty on any damages received or
a reasonable royalty in lieu of thereof. In the
event the licensee does not initiate any legal
proceedings an infringer of a patent within 6
months of knowledge thereof, the licensor may
proceed to enforce any patent licensed
hereunder on the behalf of itself and the
licensee and the licensor shall retain all
damages recovered from such enforcement.



The licensee shall not use the name of the
licensor without express written consent.
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Royalty

Royalty v. minimum payment amount

Milestone payments If you cannot walit for
royalty

Interest on over due amounts
Tax (before or after tax?)



Degree of exclusivity

Degree of protection

State of development

Value to the licensee

Importance of future development
Market factor — market size

etc



THERAPEUTIC DRUG

Technology is at the following stage: Royalty % [Milestone payments
in US$

1.1dentification of new chemical entity (new 3-5 100K - 1m

compound etc)

2. Therapeutic indication based on structure 3-6 200K —2m

3.In vitro data upon the chemical entity showinga |4-7 300K - 4m

positive therapeutic indication

4.Animal studies upon a suitable animal model 5-10 500K - 5m

showing a positive therapeutic indication

5.Toxicology studies indicating no adverse 6-12 500K - 8m

toxicological effects

6.Commencement of Phase I trials 6-12 500K - 10m

7.Commencement of Phase Il trials 8-15 Im-25m

8.Commencement of Phase Il trials 9-18 2m —100m

9.Product licensed by FDA 12-30 2 X previous
milestones +/- < 20%




For products
that practice
Microsoft
patents, the
royalty rates
will follow
industry
norm.

Royalty Rates and Successful Licensee Profits

MMedian Average Rovalty

[ndustry Royalty Operating as o of
Rate Profits Profil Rate

Automotive 5.09% 11.39%* 44.1%;
Chemicals 3.0% 12.09 25.0%
Computers 2.8% 8.3% 33.3%
Consumer Coods 5.0% 18.4% 27.1%
Flactronics 4.5% 13.1% 34.3%
Energy & Environment 3.59 9.2% 38.1%
Fond 2.3% 14.2% 15.8%
Healthcare Products 4.0% 18.5% 21.6%
[nternet 5.09 10.4% 4805
MMachine/ Tools 3.49, 0 695 35.0%
Media & Entertainment 0.0%, -13.5%6* -66. 7%
Pharma & Biotech 4.5% 25.8% 17.4%
Semiconductors 2.5% 31.9% 7.8%
Software 7.5% 25.1% 21.4%
Telecom h.0% 14.5% 34.5%
Total 4.3% 18.8% 26.6%




e 6.1. LICENSEE shall pay LICENSOR royalty
fee for using the technology and research
results developed by LICENSOR in [filed of
use]. The fee shall be five percent (5%) of the
annual gross sales of the product and any
income from the use of TECHNOLOGY.

 6.2. The fee shall be payable annually by
LICENSOR within 30 days at the close of
twelve consecutive months upon the
commencement date of this Agreement.
LICENSEE agrees that in no event shall said
annual royalty fees payable to LICENSOR be
less than USD xxX.




Accounting records

Report of activities with respect to
exploitation of the technology

Frequency
Right to audit
Accounting standard
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Confidentiality

e Permitted circumstances of disclosure
 \What constitutes ‘confidential information’?



5.1. In order for the parties to cooperate more fully in this effort, it may be necessary for

LICENSEE or Monsanto to disclose to the other, proprietary information
including but not limited to information relating to............ , which
information (which is understood to embrace MMM Technology as
hereinabove defined) is confidential and is hereinafter referred to as
CONFIDENTIAL INFORMATION. CONFIDENTIAL INFORMATION will
be used by the receiving party only as provided in this Agreement and
LICENSEE shall:

hold any and all CONFIDENTIAL INFORMATION received pursuant to this
Agreement in confidence, and not disclose such information to third parties,
except to Co-Signatories of this agreement where sharing of information is
expressively allowed, without the written consent of the other party.

limit access to CONFIDENTIAL INFORMATION to only those employees and
officers of LICENSEE who need such access for purposes stated in this
Agreement, who have been made aware of the receiving party’s obligations to
the disclosing party under this Article 5, and who are legally committed by
LICENSEE to take no action inconsistent with those obligations, and

not duplicate or use CONFIDENTIAL INFORMATION in any other manner;
provided, however, that neither party shall be subject to the obligations set
forth herein as to the use of disclosure of any information which:

was in the possession of LICENSEE prior to disclosure thereof by the other
party,

is or through no fault of LICENSEE becomes part of the public knowledge or
literature,

has been lawfully made available to LICENSEE by an outside source without
limitation as to its disclosure, or

LICENSEE can prove was developed by it independently of any
CONFIDENTIAL INFORMATION received from the other party;

and provided further that all obligations under this paragraph 5.1 shall terminate

....Date....



No disclosures, press release, public
announcement or confirmation regarding
this Agreement or its subject matter OR
ITS TERMS shall be made by either party
without the prior written consent of the
other party.



« Use and scope of an indemnity
e Limitation on amount of claim
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LICENSEE shall defend and indemnify against, and hold
MMM and its employees, directors, officers and agents
harmless from, any loss, cost, liability or expense
(including court costs and reasonable fees or
attorneys and other professionals) incurred from a
claim arising or alleged to arise out of the
manufacture, use, distribution or sale of any
Transgenic Papaya plant by LICENSEE or any affiliate
of LICENSEE provided, however, that (i) LICENSEE
shall have sole control of such defense, and (i) MMM
shall provide notice promptly to LICENSEE of any
actual or threatened claim of which MMM becomes

aware.



Warranties and limitation

 \WWho wants them?
e \Who should give them?
e Disclaim technology ‘fithess for purpose’



WARRANTY/LIMITATIONS

7.1 It is expressly understood that in making the conveyances and
grants under this Agreement, MMM MAKES NO
REPRESENTATIONS, EXTENDS NO WARRANTIES, EITHER
EXPRESS OR IMPLIED, AND ASSUMES NO
RESPONSIBILITIES WHATSOEVER WITH RESPECT TO:

. THE PERFORMANCE, MERCHANTABILITY OR FITNESS FOR
A PARTICULAR PURPOSE OF ANY GENE, TRANSGENIC
PLANT OR MMM TECHNOLOGY;

. THE SUITABILITY, COMPLETENESS OR ACCURACY OF
INFORMATION OR OTHER DATA PROVIDED IN
CONNNECTION WITH THIS AGREEMENT;

. THE SCOPE OR VALIDITY OF ANY MMM PATENT RIGHTS;
OR

. ANY TRANSGENIC PAPAYA PLANT, GENE, MMM
TECHNOLOGY OR USE THEREOF BEING FREE FROM ANY
DOMINATING THIRD PARTY PATENT AND FREE FROM
INFRINGEMENT OF PATENTS OTHER THAN MMM PATENT
RIGHTS.



Term and termination

Term of license
Event of termination
Termination process

Consequences to sub licensees of
terminating the head license
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Proper jurisdiction / law




HE VALIDITY, INTERPRETATION AND
PERFORMANCE OF THIS AGREEMENT
AND ANY DISPUTE CONNECTED
HEREWITH SHALL BE GOVERNED AND
CONSTRUED IN ACCORDANCE WITH
THE ENGLAND IN THE UNITED

KINGDOM.
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Dispute settlement

 Negotiate

 Mediate

 Arbitration or alternative dispute resolution
— Where?
— How many arbitrators?

— What rules?
— Who pays?



If the respondent in an arbitration is Thal
party, the arbitration shall be conducted In
Thailand, under the applicable rules of
Thailand. If the respondent in arbitration is
Japanese party, the arbitration shall be
conducted In Tokyo under the rules of the
Japan Commercial Arbitration Association.




In the event of any dispute arising In
connection with this agreement which
cannot be resolved between the parties,
the parties shall submit this dispute to a
panel of arbitrators with each party How
selecting one person and the two many?
selected arbitrators selecting another
person. The decision of this panel shall
be final and binding. The losing party [Who
shall be responsible to reimburse the Pay?
other party for all costs and reasonable
attorney fees.




Sighatories

e Parties to the agreement only
e Approved signing authority
e Use of company seal



e Description of the technology
 List of patents
 End user license agreement



* Notice

e Currency

« Assignment clause
* Force majeure






